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Office Action Summary 



Application No. 



Examiner 



Applicant^) 



Art Unit 



- 777© MAILING DATE iff this communication appears on the cover sheet with the correspondence address - 
Period for Reply ^ 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE ^ M<Wi(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. N 

- E* la mK » tt of ttne may be avetabto under the brovfriont of 37 CFR 1.136(a). In no went, however, may a reply be tonely filed 
after SDC (8) MDtfTHS from 0m mefttg date of -Ihto communication. 

• (ftheperiodtvreptyspedftodibomlt . 

- l^pert^ for repute tpedfWabcv^^m^^ 

- Failure^ repr/wtthh the art of sxkmOedper^ (35 U.S.C. § 133). 

- Any reply received by the Cfitoe later ftm 

earned patert term adjustment See S/CFR 1.704(b). 

Status 

1 )GjResponsive to. communications) filed on J£^J^f oX ^ 

2a)Q This action Is, FINAL 2b)0'TO$ action is non-final. , £ 

£)□ Since this application b In condition for allowance except for formal matters, prosecution as to the merits is 
dosed in accordance wtth the practice under Ex parte Quayle, 1935 CD. 11, 45^0.G. 213. 
Disposition of Clafms 

4)0**Clatrn(s) fe/are pending in the application. I - 2>Q 

4a) Of the above claim(s) is/are withdrawn from consideration. * Oj * $C> 



5) Q Ciaim(s). 

6) D Claim(s) 

7) DCteim(s>, 

8) C3claim(s) 



is/are allowed. . 
is/are rejected, 
is/are objected to. 

are subject to restriction and/or election requirement, l"^ M"*^) 




Application Papers 

9}p Tjje specification is objected to by the Exami 

10) 0The drawing(s) filed on is/are: aj ffaccepted or b )D objected to by the Examiner 

Applicant may not request that any objection to the drawing(s) be held In abeyance. See 37 CFR 1 .85(a). 

1 1) D The proposed drawing correction filed on is; a)D approved b)D disapproved by the Examiner. 

if approved, corrected drawings are required in reply to this Office action. 

12) Q The oath or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. §§ 119 and 120 

13) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 

a)£jAH b)D Some*cO None of: 

1 □ Certified copies of the priority documents have been received. 
2.Q Certified copies of the priority documents have been received in Application No. 



3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 
* See the attached detalied Office action for a fist of the certified copies not received. 

1 4)B^cknowiedgment is made of a claim for domestic priority under 35 U.S.C. § 1 19(e) (to a provisional application). 

a) O The translation of the foreign language provisional application has been received. 
•1 5)D Acknowledgment Is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 , 

Attachments) 

1) DNc^ctfReferer^(^(r^O^ 4)D Interview Summary (FTO-413) Paper No(s). . 

2) □ Notice of Draftspefson's Patent Drawing Review (PTO-946) 5>D Notice of Informal Patent Application (PTO-152) 

3) UlrtfbrrnatlonDb^^ . 6) □ Other: 
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Office Action Summary 



Part of Paper No. 
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DETAILED ACTION 



1. Applicant's amendment, filed 10/22/02 (Paper No. 11), has been entered. 
Claims 1 1 , 28 and 36 have been amended. 

Formal drawings, filed 10/22/02 (Paper No. 12), comply with 37 CFR 1 .84. 

2. Applicant's election with traverse of Group I and the species of agent one is soluble CTLA4, the species 
of agent two is anti-CD154 antibody and the species of agent 3 is anti-LFA-1 antibody in Paper No. 1 1 is 
acknowledged. The traversal is on the ground(s) that Group Ml are classified in the same classes and 
separate prosecution of the these claims would be unnecessarily duplicative. This is not found persuasive 
because of the inventions must be independent (see MPEP 802.01 , 806.04, 808.01 ) or distinct as claimed 
(see MPEP 806.05-806.05(1))) for the reasons of record set forth in the Restriction Requirement (Paper No. 
10). Also, the inventions require non-coextensive searches whether or not the classifications alone are 
coextensive. 

It is noted that claim 36 is in the non-elected Group II. 

Therefore, claims 1-9 and 1 1-18 are under consideration in the instant application rather than applicant's 
assertions that the elected invention read on claims 1-9, 11-26, 28-34 and 36. 

Claims 10, and 19-36 are withdrawn from consideration as being drawn to the nonelected invention and 
species. 

3. Upon a review of the instant, the following species election is set forth as it reads on the elected 
invention and species. The examiner apologizes for any inconvenience to applicant in this matter. 

This application contains claims directed to the following patentably distinct species of the claimed 
Group I wherein the targeted disease or condition is selected from transplant rejection or one of the 
diseases set forth in claircKJOT") 1% 



These species are distinct because their etiologies and therapeutic endpoints are different. 

Applicant is required under 35 U.S.C. § 121 to elect a single disclosed species for prosecution on the 
merits to which the claims shall be restricted if no generic claim is finally held to be allowable. Currently, 
claim 1 is generic, for example. 

4. Applicant is advised that a response to this requirement must include an identification of the species 
that is elected consonant with this requirement, and a listing of all claims readable thereon, including any 
claims subsequently added. An argument that a claim is allowable or that all claims are generic is 
considered nonresponsive unless accompanied by an election. 




4>. 
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Upon the allowance of a generic claim, applicant will be entitled to consideration of claims to additional 
species which are written in dependent form or otherwise include all the limitations of an allowed generic 
claim as provided by 37 C.F.R. § 1.141. If claims are added after the election, applicant must indicate 
which are readable upon the elected species. M.P.EP. § 809.02(a). 

Should applicant traverse on the ground that the species are not patentably distinct, applicant should 
submit evidence or identify such evidence now of record showing the species to be obvious variants or 
clearly admit on the record that this is the case. In either instance, if the examiner finds one of the 
inventions unpatentable over the prior art, the evidence or admission may be used in a rejection under 35 
U.S.C. § 103 of the other invention. 

5. Applicant is advised that the response to this requirement to be complete must include an election of 
the invention to be examined even though the requirement be traversed. 

6. Applicant is reminded that upon the cancellation of claims to a non-elected invention, the inventorship 
must be amended in compliance with 37 C.F.R. § 1 .48(b) if one or more of the currently named inventors is 
no longer an inventor of at least one claim remaining in the application. Any amendment of inventorship 
must be accompanied by a diligently-filed petition under 37 C.F.R. § 1 .48(b) and by the fee required under 
37 C.F.R. § 1.17(h). 

7. In the interest of compact prosecution, applicant is invited to provide evidence or meet the enablement 
requirements under 35 USC 1 12, first paragraph, for the deposit of the pertinent cell lines / hybridomas 
which produce the claimed antibodies. See 37 CFR 1.801-1.809. 

In addition to the conditions under the Budapest Treaty, applicant is required to satisfy thataH 
restrictions imposed by the depositor on the availability to the public of the deposited material will be 
irrevocably removed upon the granting of a patent in U.S. patent applications . 

Amendment of the specification to recite the date of deposit and the complete name and address of the 
depository is required. As an additional means for completing the record, applicant may submit a copy of 
the contract with the depository for deposit and maintenance of each deposit. 

It is noted that the conditions for the deposit of biological materials under 35 USC 1 1 2, first paragraph, 
with respect to the claimed antibodies may have been satisfied via issued U.S. Patents. Applicant is 
reminded that mere disclosure of an antibody / hybridoma in a U.S. Patent does not necessarily satisfy the 
requirements under 35 USC 112, first paragraph. See MPEP 24-04.01. 

Applicant is invited to provide evidence to support the deposit requirement for the claimed antibodies 
have been satisfied, at least with respect to the elected invention. The examiner appreciates the efforts of 
applicant in this matter. 
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8. Any inquiry concerning this communication or earlier communications from the examiner should be 
directed to Phillip Gambel whose telephone number is (703) 308-3997. The examiner can normally be 
reached Monday through Thursday from 7:30 am to 6:00 pm. A message may be left on the examiner's 
voice mail service. If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Christina Chan can be reached on (703) 308-3973. Any inquiry of a general nature or relating 
to the status of this application should be directed to the Technology Center 1600 receptionist whose 
telephone number is (703) 308-0196. 

Papers related to this application may be submitted to Technology Center 1600 by facsimile 
transmission. Papers should be faxed to Technology Center 1600 via the PTO Fax Center located in 
Crystal Mall 1. The faxing of such papers must conform with the notice published in the Official Gazette, 
1096 OG 30 (November 15, 1989). The CM1 Fax Center telephone number is (703) 305-3014. 
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Primary Examiner 
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